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Opi ni on by Hanak, Adm nistrative Tradenmark Judge.

Lush Ltd. (applicant) seeks to register BALLISTIC for
“non-nedi cated bath salts containing effervescent
materials, perfunes, enollients, noisturizers and oil for
the skin.” The application was filed on August 13, 1998
with a clained first use date of July 1994. As substitute

speci nens of use, applicant filed the foll ow ng:
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The Exam ning Attorney has refused registration on the
basis that applicant’s specinmens of use “do not show use of
the mark [BALLI STIC] as depicted on the drawi ng page of the

application.” (Exam ning Attorney’s brief page 1). It is
the position of the Exam ning Attorney that applicant’s
mark i s not BALLI STIC per se, but rather is THE BALLISTIC
BARREL. (Exam ning Attorney’s brief page 2).

When the refusal to register was nmade final, applicant
appealed to this Board. Applicant and the Exam ning
Attorney filed briefs. Applicant requested and then wai ved
an oral hearing.

The | eadi ng case dealing with a situation where an

applicant attenpts to register what is arguably only a part

of its trademark is Inre Servel, Inc., 181 F.2d 192, 85

USPQ 257 (CCPA 1950). In that case, applicant sought to
regi ster SERVEL despite the fact that the speci nens of use
showed that the title of applicant’s periodical was SERVEL
| NKLINGS. In reversing the refusal to regi ster SERVEL per
se, the Court stated that “the courts in a proper case may
recogni ze the right to registration of one part of an
owner’s mark consisting of two parts.” 85 USPQ at 260.

In view of the holding in Servel, this Board has been
quite liberal in allowi ng applicants to register what are
arguably only portions of the trademarks shown on the
speci nens of use. For exanple, this Board all owed
regi strati on of DUVMPMASTER based upon the foll ow ng

speci men of use:
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In so doing, this Board stated that “there can be no

guestion but that the conposite shown above constitutes two
distinct ternms, each of which is capable of distinguishing
applicant’s goods fromlike goods, if they were to be used

separably as trademarks.” In re Denpster Bros., Inc., 132

USPQ 300 (TTAB 1961). 1In allowing registration of
DUMPMASTER per se, the Board was not troubled by the fact
that the words DEMPSTER and DUVPMASTER were totally
intertwined in that they shared the same large first letter
and the sane large final letter (i.e. the D and the R

In a nore recent decision, this Board allowed the
regi stration of the mark TINEL-LOCK based upon the

foll owi ng speci men of use:
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In so doing, the Board was not concerned with the fact that
the mark sought to be registered (TINEL-LOCK) was joi ned

wi th hyphens to the nodel nunmber (TRO6AI) and the generic
term(RING. 1In re Raychem Corp., 12 USPQ2d 1399 (TTAB

1989) .

In stark contrast to the Denpster and Raychem cases,
in the present case the mark sought to be registered
(BALLI STIC) is physically separated fromthe two ot her
el enents in the substitute specimen, nanely, the words THE
and BARREL. It has | ong been held that words such as “the”
and “a” have little if any source identifying significance.
As for the word “barrel,” while it is not descriptive of
applicant’s bath salts, it is a generic termfor the
cont ai ners which applicant clains house the salts, nanely,
barrels. In this regard, we note that the Exam ning
Attorney has never disputed that applicant’s bath salts are
packaged in barrels. (Exam ning Attorney’'s brief page 6).

In view of the foregoing, we find that as depicted in
applicant’s substitute specinmens of use, the word BALLISTIC
functions as a source identifying word, that is, as a
trademar k. Consuners view ng applicant’s specinmen |abels
on barrels containing bath salts would, in our judgnent,
accord very little weight to the word THE and woul d vi ew
the word BARREL as sinply indicating that the bath salts
come in a barrel. W recognize that applicant’s
identification of goods does not contain a limtation that

applicant’s bath salts will always be sold in barrels.
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However, in both the Denpster and Raychem cases, this Board
| ooked to the applicants’ advertising which on nany

occasi ons used DUVPMASTER per se and TI NEL- LOCK per se.
Qobvi ously, said advertising could have been changed at any
time. Nevertheless, this Board accorded said adverti sing
sone evidentiary value in finding that DUVWPMASTER and

TI NEL-LOCK functioned as trademarks by thenselves. Wile
it is theoretically possible that in the future applicant
coul d package its bath salts in, for exanple, boxes as
opposed to barrels, then it would make no conmerci al sense
to use the phrase THE BALLI STI C BARREL.

Deci sion: The refusal to register is reversed.

Hol t zman, dissenti ng.

| respectfully dissent fromthe reasoning and
conclusion of the majority that the word BALLI STIC, al one,
functions as a mark for applicant's goods. It is well
settled that a particular elenent of a conposite mark is
registrable only if that el enent creates a separate and
distinct cormmercial inpression as a nmark. See In re Berg
El ectronics, Inc., 163 USPQ 487 (TTAB 1969) citing In re
Schenect ady Varni sh Conpany, Inc., 126 USPQ 395 ( CCPA
1960). | find that the designation THE BALLI STI C BARREL i s

visually and conceptually a unitary expression and | agree
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with the Exami ning Attorney that the single word BALLI STIC
as shown on the specinens, does not nake a conmerci al

I npression separate and apart fromthe other two words in
t he phrase.

In deciding that the word BALLISTIC is a registrable
mark, the majority points to the physical separation of the
i ndi vi dual words on applicant's specinens as well as the
| ack of trademark significance of the word THE and t he
genericness of the word BARREL in relation to the
contai ners for applicant's goods.

Applicant's substitute specinens, the only evidence of

applicant's use of the phrase sought to be registered, show
that the words THE BALLI STI C BARREL convey a unitary
i mpression. No single word stands out visually nore than
the other. Each word appears in the sane size, style,
color and display. In addition, it is quite clear, despite
t he physical separation of the words, that the designation
is intended to be read as a unitary three-word phrase and
that the neaning is conveyed by the phrase as a whol e.
See, for exanple, in In Ipco Corp. v. Blessings Corp., 5
UsP2d 1974 (TTAB 1988), wherein the Board found that the
opposer's use of word CONFI DENCE on its brochures did not
constitute a separate mark and woul d be perceived as an

"integral and natural" part of the phrase "CONFI DENCE TO
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ENJOY A NORVAL AND ACTI VE LI FE," notw thstanding the
appearance of the word CONFIDENCE in a larger size and in a
different color than the rest of the phrase.

| do not believe that the cases cited by the mgjority
(Inre Servel, 181 F.2d 192, 85 USPQ 257 (CCPA 1950), In re
Dunpster Bros., Inc., 132 USPQ 300 (TTAB 1961) and In re
Raychem Corp., 12 USPQR2d 1399 (TTAB 1989)) support the
anal ysis of the majority or ultimately the registration of
this mark.

The majority relies on the follow ng statenent from
the Court's opinion in Servel: "The courts in a proper case
may recogni ze the right to registration of one part of an
owner's mark consisting of two parts."” However, the key
wording in that quote is "a proper case" neaning of course
a case in which the part sought to be registered functions
separately as a mark. Thus, Servel does not authorize what
the majority permts here, the extraction of one word from
an otherwi se unitary phrase for registration as a separate
mar k.

The majority notes that the Board in Denpster Bros.,
"was not troubled by the fact that the words DEMPSTER and
DUVMPMASTER were totally intertwined...." However, in that
case, the Board based its decision not on the physical

relationship of the words but on applicant's persuasive
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evi dence (such as advertisenents, nedia references,
purchase orders, purchaser affidavits) show ng that
DUMPMVASTER al one was pronoted and perceived as a separate
mark. There is no evidence in the present record to
i ndicate that the word BALLI STI C woul d be perceived as a
separate mark. The only evidence of applicant's use in
this case is the specinens and, as noted above, those
speci nens show that the words THE BALLI STI C BARREL convey a
unitary visual and connotative inpression.

The majority also relies on the Raychem case wherein
t he Board found that the designati on TROGAI - TI NEL- LOCK-
RI NG despite the hyphenation, did not create a unitary
expression and that therefore neither the stock nunber
"TROBAI" nor the generic term"RI NG were deened "essenti al
to the comrercial inpression” of TINEL-LOCK as a nark.
Appl ying the reasoni ng of Raychemto the present case,
there is no question that the words "THE" and "BARREL" are
integral elenments of the unitary expression THE BALLI STIC
BARREL and that they are essential to the conmerci al
i npression created by the phrase. Thus, the fact that
t hose words, standing al one, may be generic or have no
trademark significance does not justify registration of

BALLI STI C al one.
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The Board in In re Jane P. Semans, 193 USPQ 727 (TTAB
1976), addressed this very issue, rejecting the applicant's
contention in that case that the word "KRAZY" was
regi strable apart fromthe conposite phrase KRAZY M XED- UP
because of the descriptive nature of the term"M XED UP."
The Board affirned the refusal to register KRAZY al one
pointing out that "...' KRAZY M XED-UP" is a unitary phrase,
of which "KRAZY' is an integral part,..." and further
noting that "there is nothing in the record to suggest that
custoners and prospective purchasers of applicant's goods
separate the phrase into conponent parts and utilize
' KRAZY' alone to call for and refer to the goods."™ 193
USPQ at 727. Simlarly here also, there is nothing in the
record to suggest that those seeking applicant's goods
woul d separate the word "BALLISTIC" fromthe phrase THE
BALLI STI C BARREL and use that word to call for applicant's
goods.

For the above reasons, | would find that BALLISTIC
does not function as a mark separate and apart fromthe
entire phrase THE BALLI STIC BARREL and | would affirmthe

refusal to register



